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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days v^ll be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and wilt expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )EI Responsive to communication(s) filed on 12 May 2003 , 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for forma! matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 18,19,21 and 22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 18 and 19 is/are rejected. 
?)□ Claim(s) 21 and 22 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: 8)0 accepted or b){3 objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acl<nowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Aclcnowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(5) 

1 ) □ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) □ Interview Summary (PT0413) Paper No(s). 

5) □ Notice of Infomial Patent Application (PTO-152) 

6) n Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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Application/Control Number: 10/016,^68 
Art Unit: 1712 

Claim Analysis 

It is assumed for the purpose of evaluating the invention against the prior art that 
by "one day" in claims 21 and 22, Applicant is referring to a period of 24 hours. 

Claim Rejections ■ 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most neariy connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of canning out his invention. 

Claim 19 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The Specification does not enable the invention 
where both a curable silicone polymer and epoxy polymer are present. It is believed 
that Applicant had intended to cancel claim 19 insofar as it stood rejected over 
Hermansen but simply forgot to do so. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth In this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dent et 

al., U.S. Patent # 5,977,226. Dent discloses a vacuum dispensable addition-cured 

silicone composition comprising all of the materials outlined in column 2, lines 6-35 that 

Is substantially free of air by virtue of a deaeration step that is carried out during the 

blending of said materials (column 8, lines 64-67). A preferable method for removing air 
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from the composition is disclosed in column 9, lines 21-35. Relevant to the current 
discussion, Dent advocates adding the vinyl-functional ized polymer and 
organohydrogensiloxane in quantities that provide between 1 and 3 hydrosllyl groups for 
each vinyl group (column 2, lines 22-24) thus the stoichiometic proportions aspect of the 
invention is satisfied. 

Subsequent to the deaeration of the composition, the composition is placed into 
individual bags that are heat sealed under vacuum (column 10, lines 4-7). The contents 
of the bags are stable at room temperature for several weeks but even greater stability 
is realized upon storing the bags below 0° C (column 10, lines 10-20). 

The only limitation not expressly met by the reference is Applicant's requirement 
that the polymer batch is formulated in such an amount that at least four times the 
individual quantity is made available. However, Applicant has set forth no criticality for 
this aspect of the invention. Furthermore, it is typical in the industry to prepare large 
batches of a formulation that are later distributed into smaller containers for sale and/or 
eventual use. That is, this aspect of the invention is obvious to one of ordinary skill. 

It is acknowledged that the Examiner had previously indicated claim 20 as being 
allowable over Dent, the subject matter of which is now present in amended claim 18 
and is supposed to be the foundation for patentability. However, Applicant has stated in 
their response that vinyl polymerization and addition polymerization are equivalent 
expressions in that they describe the same chemical process. If this is tnje, than Dent 
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renders obvious amended claim 18 because tlie reference does describe an addition 
"polymerizable" (crossiinkable) silicone. 

Allowable Subject Matter 

Claims 21 and 22 are objected to as being dependent upon a rejected base 
claim, but would be allowable If rewritten iri independent form including all of the 
limitations of the base claim and any intervening claims because Dent advocates 
subjecting the composition to a vacuum for a much shorter period of time. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 703-605- 
1 176. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on 703-308-2340. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9310 
for regular communications and 703-872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 

June 27, 2003 

Robert Dawson 
Siqiervisory F^tent Examiner 
Technology Center 1 700 




